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EXAMINER'S ANSWER 



This is in response to the appeal brief filed 6/25/07 appealing from the Office action 
mailed 1/23/07. 
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(1) Real Party in Interest 

A statement identifying by name the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

The examiner is not aware of any related appeals, interferences, or judicial 
proceedings which will directly affect or be directly affected by or have a bearing on the 
Board's decision in the pending appeal. 

(3) Status of Claims 

The statement of the status of claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The amendment after final rejection filed on 6/25/07 has not been entered. 
{5) Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the brief is correct. 

(6) Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal is 
substantially correct. The changes are as follows: 

Claims 12 and 17-21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bertin (5,458,645). It is noted that appellant failed to include claim 12. 

Claims 12, 14, 17, 19-21,30, and 34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ritter et al (5,464,406). 

(7) Claims Appendix 

The copy of the appealed claims contained in the Appendix to the brief is correct. 
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(8) Evidence Relied Upon 

5,464,406 RITTERetal 11-1995 

5,458,645 BERTIN 10-1995 

(9) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claims 12, 14, 17, 19-21, 30, and 34 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Ritter et al (5,464,406). 

Referring to figure 15, Ritter et al teaches: 

12. Apparatus for resecting the end of a bone having a longitudinal axis and 
medial and lateral sides to receive an implant having a generally planar surface 
associated with fixation, the apparatus comprising: 

a body 130 adapted for placement relative to one of the medial or lateral sides of 
the bone, 

the body including a cutting guide configured such that when the cutting tool 148 
is guided by the cutting guide, a resection is made to contact the generally planar 
surface of the implant associated with fixation. 

Regarding claims 19 and 20, "a trialing device having medial and lateral side" 
see element 30 as shown in figure 1 1 to which the body is attached. 

Claims 12 and 17-21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bertin (5,458,645). 
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Bertin teaches: 

12. Apparatus for resecting the end of a bone having a longitudinal axis and 
medial and lateral sides to receive an implant having a generally planar surface 
associated with fixation, the apparatus comprising: 

a body 20 adapted for placement relative to one of the medial or lateral sides of 
the bone, 

the body including a cutting guide 30 configured such that when the cutting tool 
is guided by the cutting guide, a resection is made to contact the generally planar 
surface of the implant associated with fixation. 

Regarding claims 19 and 20, "a trialing device having medial and lateral side" 
see elements 32 or 33. 

(10) Response to Argument 
Section 1, Claims 12, 30, 34. 

Appellant argues that the apparatus of Ritter does not fulfill the language "a body 
adapted for placement relative to one of the medial or lateral sides of the bone" The 
Examiner strongly disagrees. Referring to figure 15, as noted in the grounds of 
rejection, body 130 is relative to the medial or lateral sides of bone 27. Applicant has 
correctly noted that the body 130 is mounted on the distal end of the bone (femur), 
however, this position is "relative" to the medial or lateral sides. Synonyms for the term 
"relative" include "about", "approximate", "associated", "near", etc. Also, it is conceivable 
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that the medial and lateral sides of body 130 can function as a cutting guide like that of 
anterior and posterior sides as shown in figure 15. 

Additionally, the Examiner further notes that the claim language is merely 
function language, the device of Ritter et al is fully capable of being placed to a lateral or 
medical side of the bone and fulfilling the claimed functional language. MPEP 2114 
teaches the following: 

2114 Apparatus and Article Claims - Functional Language TR-11 

APPARATUS CLAIMS MUST BE STRUCTUR-ALLY DISTINGUISHABLE 
FROM THE PRIOR ART 

While features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function. >ln re Schreiber, 
128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. Cir. 1997). 

MANNER OF OPERATING THE DEVICE DOES NOT DIFFERENTIATE 
APPARATUS CLAIM FROM THE PRIOR ART 

A claim containing a "recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus" if the prior art apparatus 
teaches all the structural limitations of the claim. Ex parte Masham, 2 
USPQ2d 1647. 

Regarding the rejection of at least claim 12 under 35 U.S.C. 102(b) as being 
anticipated by Bertin, the same position apply here. The apparatus comprising body 20 
as shown in at least figure 6 is interpreted as being placed relative to the medial or 
lateral sides of the bone. This is not even the broadest reasonable interpretation but 
merely the ordinary meaning of language "relative". Appellant argues, "Bertin teaches a 
body adapted for placement over the distal end of the femur- nothing touches either the 



medial orlaterial sides"] this is not commensurate with the scope of the claim. 
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Additionally, the apparatus is capable of being used in some method wherein it is 
placed to a lateral or medical side of the bone, a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus. 

In the last paragraph of appellant's arguments in this section, claims 19 and 20 
are discussed; said claims will be addressed in sections 5 and 6 as broken out by 
appellant. 

Section 2, claim 14. 

This limitation is believed to be self-evident to one skilled in the art. Regarding 
Ritter et al, as noted in the rejection, see figure 15 which shows the posterior resection 
being made. Regarding Bertin, the device is fully capable being used in as claimed 
meeting the functional language. Also, see claim 1, lines 12-15, "iv. replacing said 
distal cutting guide with a posterior cutting guide and resecting medial and lateral 
posterior condylar surfaces of said femur along said posterior cutting guide". 

Section 3, claim 17. 

Claim 17 claims "wherein the cutting guide is a surface against which the cutting 
tool slides". This limitation is believed to be self-evident to one skilled in the art. 

Section 4, claim 18. 

Claim 18 claims "wherein the cutting guide is in the form of a slot". See figure 4, 
cutting guide 30; this limitation is believed to be self-evident to one skilled in the art. 
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Section 5, claim 19. 

Claim 19 claims: 

19. (Original) The apparatus of claim 12 further including: 

a trialing device having medial and lateral sides that is temporarily placed on the bode before the 
implant is installed; and 

wherein the body is adapted for placement relative to the medial or lateral side of the joint trialing 

device. 

The language "trialing device" is amorphic. Regarding Ritter, element 30, was 
interpreted as the trialing device. Element 30 inherently has medial and laterial sides 
and is fully capable of being temporarily placed on the bone before an implant is 
installed, and body 130 is placed relative to the medial and lateral sides of element 30 
as shown in figure 15. 

Regarding Bertin, the trialing device was interpreted as elements 32 or 33. Both 
elements are capable of being temporarily placed on the bone before an implant is 
installed; see column 7, lines 25 et seq. stating "temporarily affixable". Body 20 is 
placed relative to the medial and lateral sides of either element. 

Section 6. claim 20. 

Appellant's arguments are the same as those for claim 19, see the Examiner's 
position above. Additionally, it is the Examiner's position that the devices of Ritter and 
Bertin are capable of fulfilling the language, "the body is adapted to extend one or more 
of the utting guides or surfaces of the joint trialing device". 
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Section 7, claim 21. 

This limitation is believed to be self-evident to one skilled in the art. The only 
purpose of devices of Ritter and Bertin is to resect the knee for a final prosthetic 
component. See at least figure 1 , element 1 of Bertin and figure 18, element 22 of 
Ritter. 

(11) Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the 
Related Appeals and Interferences section of this examiner's answer. 

For the above reasons, it is believed that the rejections should be sustained. 
Respectfully submitted, 
Bruce E. Bnow» 
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